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In summary, IP attorneys can play a significant
role in all aspects of the licensing process. The excel-
lent IP attorney seeks to balance strategic business
considerations with the relevant legal principles.
Broad experience in many different licensing envi-
ronments enables the excellent IP attorney to handle
ably not only the legal side of licensing, but to offer
valuable contributions beyond the scope of the legal
questioris involved. W

Kevin R. Casey is a shareholder at Ratner & Prestia in
Valley Forge. He can be reached by e-mail at KRCasey@
ratnerprestia.com.

Click on a colleague!

The 2003 PBA LAWYERS DIRECTORY
AND PRODUCT GUIDE is available now.

* Search more than 60,000 lawyers licensed to practice
in Pennsylvania, and more.

* Available in two formats: the traditional “phone book”
and an online version.

* Online version updated biweekly.

* Keep in touch with legal organizations, law libraries,
state and local bar associations, law schools, and
paralegal and legal secretarial associations.

¢ Includes federal, state and local courts.

A one-year license to use the online Directory is $45,
plus tax, for PBA members and must be ordered

via the PBA Store at www.pabar.org.
(Upon ordering, a subscriber will be issued an individual password
to use the electronic database for one year.)

The book version of the Directory can be ordered
by calling the PBA Member Service Center at

(800) 932-0311, or through the PBA store at
www.pabar.org.

Madrid Protbcol for
International Trademark

Registration
By Frank A. Mazzeo

The Madrid Protocol is expected to become fully
effective in the United States in November 2003. It will
provide U.S. trademark owners with the ability to reg-
ister their marks in many countries with only one
application (the “international application”), filed in
one language in one home office, i.e., the U.S. Patent
and Trademark Office, with fees paid in one currency,
resulting in one registration (the “international regis-
tration”). Once registered in the Madrid system, own-
ers can renew the registration in multiple countries
with one step. Changes in the registration, e.g., change
of name, can similarly be done in one step covering all
countries in which the mark is registered.

A trademark office of a designated country may
refuse to register the mark and separate prosecution
in the trademark office may still be necessary.
However, a refusal must be made within 12 months
(18 months for some countries) of when the trade-
mark office was advised it was designated in the
application.

Also, for five years from the date of the interna-
tional application in a home office, the international
registration is linked to the home office application or
registration. Therefore, if an amendment to the appli-
cation is filed due to requirements of the home trade-
mark office, the same changes will be made in the
international application or registration. This may be
a disadvantage for U.S. applicants since their home
office, the U.S. Patent and Trademark Office, has
more stringent requirements for registration than
most countries” trademark offices.

The Madrid Protocol will provide significant sav-
ings in cost and time for applicants interested in
international trademark protection. However, there
may still be situations where applicants will wish to
file separate national applications.

The Madrid system of international registration of
marks is managed by the International Bureau of the
World Intellectual Property Organization (WIPO). As
of March 2003, there 58 member countries. l

Frank A. Mazzeo is with Volpe and Koenig, P.C,,
Philadelphia. He can be reached by phone at (215) 568-
6400, or by e-mail at fam@volpe-koenig.com.
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